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In the Answer, the Examiner makes a fresh argument 
which Applicants wish to address. 
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Thd present invention addresses the problem of delays 
associated with the accessing ot bookmarked Web docioments 
due to the high -hit" rates (numbers of Web document 
requests) to the Web sites providing such documents. The 
invention solves this problem by providing at a receiving 
i.e. Web document recxuesting station, in association with a 
displayed list of boolcmarks for Web documents, displayed 
data on the rates of transmission (hit rates) of each listed 
bookmarKed Web document. In this way, the user at the 
receiving station may judge before requesting a listed 
bookmarked web document whether a high transmission rate 
will mean a delay in aurcessing a particular bookmarked Web 
document . 

In developing his argument, Examiner looks to a patent, 
Rvan et al. which is not concerned with bookmarkina of 
already known Web documents at ca user^s Web terminal but 
rather is concerned with search algorithms for searching jfor 
and locating uriknown Web documents. The present invention 
is completely unrelated to searching. It is submitted that 
one skilled in the art would be unlikely to even consider a 
reference like Ryan which describes a complex search engine 
for finding Web documents of interest to the user. 

In his search algorithms, Ryan uses many lists of 
potential Web sites (sources of Web documents) . Applicants 
submit that even if Ryan's lists would be combined for the 
purpose of searching, there would still be no suggestion of 
the claimed: 

"...displaying in association with a displa yed list of 
bookmarks for Web documents, data on the rates of 
transmission of said bookmarked documents at the time of 
said display. " 

Among the many lists used in Ryan's search engines, the 
Examiner points out a list of Web sites ranked according to 
hit rate (Col. 7, lines 22-35, high flyers) which he 

AUS920010344US1 2 
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proposes to coniblne with a "personal hit" list of the user 
(col. 7 lines 37-40). This personal hit list refers to a 
list of Web sites which the user has found useful in the 
past for each respective key word to be searched. The 
section states that this list for each key word to be 
searched is '*like an automatic bookmarking data set for each 
individual user*». Examiner goes on to point out that at 
col. 7, lines 54-62, Ryan sets forth that many of the lists 
may be combined. Applicants submit that even if Ryan's 
lists would be combined for the purpose of searching, there 
would still be no suggestion of the claimed: *' . « * & 
ALfiplaved list: of bookmarks for Web documents, data on t^^ 
rates of transmission of said bookmarked dQCWehta>." at a 
receiving station. 

The cited "High-fliers" hit list in Ryan is a standard 
search expedient i.e. the more popular a web site is, the 
more likely it ie to include a Web document of specific 
interest. This search expedient for finding Web document 
would not suggest to one skilled in the art. any reason for 
listing the transmission or hit rates for each of already 
found bookmarked Web documents « 

In this connection r Bxaminer points to Ryan's reference 
to the term "bookmarking" in "personal hit" list of the user 
(Col. 7 lines 37-40). This personal hit list refers to a 
list of Web sites which the user has found useful in the 
past for each respective key word to be searched* The 
section states that this list for each key word to be 
searched is •*like an automatic bookmarking data set for each 
individual user" . 

Applicants submit that this use of 
"like. •bookmarking'' has nothing with an actual bookmarked 
Web document, it is a web searching expedient for relating 
a group of potential Web sites to be searched in attempting 

AUS920010344US1 3 



^AOe 4/16 • RCVD AT Vt4il009 4:00:05 PM Ce«stEm Om^O^ Ttotti ' WttiMSprO^XItP^ • 0108:2738300 • C81^(512) 47M803 * OURATIOII {nm«»>:0»^ 



^-l4-aM6 01S59P FROItJB ioWTT ATTWNEY (512) 473-8803 



TO! 15712738300 



PATENT 
09/899,454 

to find Web documents related to a key search word, and Is 
not suggestive of any expedient which could t>e used in 
connection with an already found bookmarked Web document. 

Applicants submit that in his picking and combining 
elements in Ryan in an attempt to show obviousness, the 
Examiner is dc±ng so not based upon any suggestion in Ryan 
but rather in the light of Applicants* own teaching. This 
approach cannot be used to render Applicants' invention 
unpatentable • 

The Examiner has used Applicants' own disclosure as a 

guideline, and the picked and combined elements from the 

Ryan reference based solely of Applicants' own teaching, 

**To imbue one of ordinary skill in the art 
with knowledge of the invention in suit, when no 
prior art references of record convey nor suggest 
that knowledge r is to fall victim to the insidious 
effect of a hindsight syndrome wherein that which 
only the inventor taught is used against its 
teacher." W, L. Gore . 721 F 2d at 1553, 220 USPQ, 
pp. 312-313. 



"One cannot use hindsight reconstruction to 
pick and choose among isolated disclosures in the 
prior art to deprecate the claimed JLnvention* " In 
re Fine . 5 USPQ 2d 1596 (C^A.F.C) 1988. 

As set forth in the Brief on Appeal, the Pitkow 
publication fails to make up for these deficiencies in the 
basic Ryan reference* All Pitkow appears to discuss in 
Section (0136) cited by Examiner is the vague and general 
concept that bookmarked Web documents at a receiving Web 
station may be categorized. Again, this is quite remote 
from, and not suggestive of displaying such activity rates 
in association with a list of displayed bookmarked documents 
at a receiving Web station. 

AUS920010344U51 4 
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Accordingly, for the above reasons and for the reasons 
set forth in the Brief on Appeal « it is respectfully 
requested that the Pinal Rejection be reversed* and that 
claims 1-36 be found to be in condition for allowance. 



Respectfully submitted » 



Herman Rodriguez 
IPLaw Dept. - IMAD 4054 
XBH Corporation 
11400 Burnet Road 
Austin « Texas 78758 
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on 
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Tbis is a Reply Brief to the Examiner's Answer mailed 
June 14, 2006. 

In the Answer/ the Examiner makes a fresh argument 
which i^plicants wish to address. 
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Tne present invention addresses the problem of delays 
associated with the accessing of bookoarked Web documents 
due to the high *'hit*' rates (numbers of Web docu m ent 
requests) to the Web sites providino such documents* The 
Invention solves this problem by providina at a receivina 
i.e. Web document requesting station. In association with a 
displayed list of bookmarks for Web documents, displayed 
data on the rates of transmission (hit rates) of each listed 
bookmdr)ced Web document. In this way. the user at the 
receiving station may judge before requesting a listed 
boo)cmar)ced Web docxmtent v^etlier a high eransmission rate 
will mean a delay in accessing a particular bookmarlced web 
document . 

In developing his argument. Examiner loOcs to a patent* 
Rvan et al. which Is not concerned with bOQlCTlftrKiQq 
al^ftadv known Web doeuinenta at ^ user'B Web termina l fe^t 
gAthAr is concerne d wl^ seareh algorithms tOT ftftfirfihtffq tOX 
ftnA loeatil ncT unknoum Wet> documents. The present invention 
is completely iinrelated to searching, it is submitted that 
one sXilled in the art would be unlikely to even consider a 
reference like Ryan which describes a complex search engine 
for finding Wfeb documents of interest to the user. 

In his search algorithms. Ryan uses many lists of 
potential Web sites (sources of web documents) • Applicants 
submit that oven if Ryan's lists would be combined for the 
purpose of searching, there would still be no suggestion of 
the Claimed: 

. .displaying in association with fl rtlBPlflYfttf AAflt 

t^^MfiflULLBaion of aaid bookiaarked docwncntfl at the time or 
said display." 

Among the many lists used in Ryan's search engines, the 
Examiner points out a list of web aites ranked according to 
hit rate (Col. 7, lines 22-35. high flyers) which he 

AUd920010344USl 2 
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proposes t:o combine with e "personal hdlc** lie^ of the user 
(Col. 7 lines 37-40). This personal hit list refers to a 
list of weh sites Whlcn tne user has found useful in the 
past for each respective key word to be searched. The 
eection states that this list for each )cey word to be 
searched is ''like an automatic bookrearkina data set for each 
individual user'*. Examiner goes on to point out that at 
col. 7. lines 54-62, Ryan sets forth that many of the lists 
may be combined. Applicants submit that even if Ryan's 
lists would be conbined for the purpose of searchinff. there 
would still be no suaoestion of the claimed: ** — A 
disDlaved list of bookmarka for Web doeumpntB rtfltft On tftfl 
rat:e« of tranemisaion of said bookmarXed doCUiWntg* . ** at a 

receiving station. 

The cited -High-fliers" hit list in Ryan la a standard 
search expedient i.e. the more popular a web site is. the 
more likely It la to include a Web document of specific 
interest. This search expedient for finding Web document 
would not suggest to one skilled in the art, any reason for 
listing the transmission or hit rates for each of already 
found booknarked Web documents « 

In this connection « Examiner points to Ryan's reference 
to the term •bookmarking" in "peraonal hit" list of the user 
(col. 7 lines 37-40). This personal hit list reiera to a 
list of Web sites which the user has found useful in the 
past for each respective key word to be searched • The 
section states that this list for each Key wrd to be 
searched is "like an automatic bookmarking data set for each 
individual user". 

Applicants submit that this use of 

"like bookmarking- has nothing with an actual bookmarked 

Web document. It is a Web searching expedient for relating 
a group of potential Web sites to be searched in attempting 

AUS920010344US1 3 
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CO find wet> documents related to a )cey searcn word, and la 
not augaestlve of any expedient which could be used In 
connection with an already Sound oooKmarlied Web document. 

Applicants submit that In his plcKlng and combining 
elentents In ityon In an attempt to show obviousness , the 
ExandLner is doing so not based upon any suggestion In Ryan 
but rather In the light of Applicants' own teaching « This 
approach cannot be used to render Applicants' invention 
unpatentable . 

The Bxasnlner has used Applicants' own disclosure as a 

guideline, and the picked and combined elements from the 

Ryan reference based solely of Applicants' own teaching. 

"To imbue one of ordinary skill In the art 
with knowledge of the invention in suit, when no 
prior art references of record convey nor suggest 
that knowledge, la to fall victim to the Insldioua 
effect of a hindsight syndrome wherein that which 
only the Inventor taught is used against its 
teacher.- v. coge , 721 F 2d at 1553, 220 USPQ. 
pp. 312-313. 



*'One cannot use hindsight reconstruction to 
plcx and choose among Isolated disclosures In the 
prior art to deprecate the claimed Inventicm.** In 

rA Pln^ . 5 U3P0 2d 1596 (C-A.P.C.) 1988. 

AS set forth In the Brief on Appeal, the Pltkow 
publication falls to make up for these deficiencies In the 
basic Ryan reference. All Pltkow appears to discuss in 
section (0136) cited by Examiner is the vague and general 
concept that bookmarked web documents at a receiving Web 
station may be categorized • Again, this Is gulte remote 
from, and not suggestive of displaying such activity rates 
in association with a list of displayed bookmarked documente 
at a receiving web station. 

AUS92Q010344U31 4 
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Accordingly, for the above reasons end for the reasonfi 
set forth in the Brief on Appeal* it is respectfiaiy 
reouested thae the Final Rejection be reversed, and that 
claims 1*36 be found to be in condition for allowance* 



Respectfully submitted. 



Reman Rodriguez 

XPLaw OepC. - XMAD 4054 

IBH Corporation 
11400 Burnet Road 
Austin, Texas 7875B 
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In re application of: 
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Date: 
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International Business 
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I hereby certify that this correspondence ^<^iy^2 ^\ 
present Reply Brief (in triplicate) ia being tr^®"^^^^».*i 
facsimile to USPip. Group Art Unit 2178 at telephone number 
571 -27 3- 8300 ,/an^ to the attention of Examiner Kyle R. storx 
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Coinnd.e6ioner for Patents 
p«0*Box 1450 

Alexandria, VA 22313-1450 

Sir; 

This 18 a Reply Brief to the Examiner's Answer mailed 
June 14, 2006. 

m the Answer, the Examiner makes a fresh argument 
which Applicants wish to address. 
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The present invention addresses the problem of delays 
associated with the accessing of bookmarked Web documents 
due to the high "hit" rates (numbers of Web document 
recniests) to the Web sites providing such documents. The 
invention solves this problmi by providing at a, receiving 
l«e. Web document requesting station « in assocXation with a 
displayed list of bookmarks for web documents, displayed 
data on the rates of transmission (hit rates) of each listed 
bookmarked Web document. In this way, the user at the 
receiving station may judge before re<ruesting a listed 
bookmarked Web document whether a high transmission rate 
will mean a delay in accessing a particular bookmarked web 
document . 

In developing his argument ♦ Examiner looks to a patent* 
Rv^in ^t ai. which la not concernftd with bookmwrKiBff Qt 

already k nown Web doemnenta at ^ user's Veb terminal faUt 
iTAtAAif ie eoneemed with aeayeh algorithms for fiA^r^fhlnq tQX 
end iQcetlno unknown Web doeumenta. The present invention 
is completely unrelated to searching. It is sulwiitted that 
one skilled in the art would be unlikely to even consider a 
reference like Ryan which describes a complex search engine 
for finding Web documents of interest to the user. 

In his search algorithms. Ryan uses many lists of 
potential Web sites (sources of Web documents) . Applicants 
submit that even if Ryan's lists would be combined for the 
purpose of searching, there would still be no suggestion of 
the claimed: 

** . • » displaying in association with n <y±ftniavftd list of 

^-i^i^Tt^miM^l^n aeld baekfuerked documents at the time of 
said display.** 

Among the many lists used in Ryan's search engines, the 
Bxaminer points out a list of web sites ranked according to 
hit rate (Col. 7, lines 22-3S, high flyers) which he 

AUS930010344US1 2 
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proposos CO combine with « **per6onol hi-t** list of the uoor 

(Col. 7 lines 37-40). This personal hit list refers to a 
list ot web sires %Aiich Uie user has found useful in the 
past for each respective key word to be searched. The 
seccicn states that this list for each Key word to be 
searched is "like an automatic bookmerklng data aet for each 
individual user". BxaxDiner goes on to point out that at 
col. 7. lines 54-62, Ryan sets forth that inany of the lists 
may be combined. Applicants submit that even if Ryan's 
lists would be conibined for the purpose of searching » there 
would still be no suggestion of the claimed: " — £ 
dlfiPlaved list Of boQkinarlcfi for Web documenrs, t^fltfl QH tttfl 

receiving station* 

The cited "High- fliers" hit list in Ryan is a standard 
search expedient i.e. the more popular a Web site is. the 
siore likely it is to include a web document of specific 
interest. This search expedient for finding Web docuunsnt 
would not suggest to one skilled in the art. any reason for 
listing the transmission or hit rates for each of already 
foimd booKmarked web documents. 

In this connection, Examiner points to Ryan's reference 
to the term ■bootonarking" in "personal hit" list of the user 
(Col. 7 lines 37-40). This personal hit list refers to a 
list of Web cites vdiich the user has found useful in the 
past for each respective key word to be searched. The 
section states that thia list for each key word to be 
searched is "like en automatic bookmarking data set for each 
individual user*. 

Applicants submit that this use of 

"like bookmarking" has nothing with an actual bookmarked 

Web document. It is a Web searching expedient for relating 
a group of potential Web sites to be searched in attempting 

AUS920010344US1 3 
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to find W^b documents related to a Icey search >rord, and is 
not sugoestive of any expedient which could be tised in 
connection with an already found bookmarked web document. 

Appiicante submit that in his picking and combining 
elements in Ryan In an atten^t to ahow obviousness » the 
Examiner is doing so not based upon any suggestion in Ryan 
but rather in the light oC Applicants' own teaching. This 
approach cannot be used to render Applicants' invention 
unpatentable. 

The Examiner has used Applicants' own disclosure* as a 

guideline r and the picked and combined elements from the 

Ryan reference based solely of Applicants* own teaching. 

"To imbue one of ordinary skill in the art 
with knowledge of the invention in suit, when no 
prior art references of record convey nor suggest 
that knowledge « is to fall victim to the insidious 
effect of a hindsight syndrome imerein that which 
only the inventor taught is used against its 
teacher*" w. Ge^rm . 721 P 2d at 1553. 220 USPQ. 
pp. 312-313. 



**One cannot use hindsight reconstruction to 
pick and choose among isolated disclosures in the 
prior art to deprecate the claimed invention." IB 

re Fine . 5 USPQ 2d 1596 iC-A.P.C.) 19SS. 

As set fortb in the Brief on Appeal « the Pitkow 
publication fails to make up for these deficiencies in the 
basic Ryan reference. All Pitkow appears to discuss in 
Section (0136) cited by Examiner is the vague and general 
concept that bookmarked Web documents at a receiving web 
station may be categorized. Again » this is quite remote 
fran. and not suggestive of displaying such activity rates 
in association with a list of displayed bookmarked documents 
at a receiving web station. 
AU5920010344U81 4 
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Accordingly p tor the above reasons and for the reasons 
set forth In the Brief on Appeal. It is respectfully 
requested that the Final Rejection be reversed r and that 
claims 1-36 be found to be in condition for allowance. 



Respectfully submitted, 



Herman Rodriguez 
ZPIiOir Oept, - IKW> 4054 
IBM Corporation 
11400 Burnet Road 
Austin « Texas 78758 
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